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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 06/08/2007 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-8 have been considered but are moot in 
view of the new ground(s) of rejection. See rejection below. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is inost nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 5-7 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Claim 5 recites the limitations of "a mobile terminal... comprising: means for receiving 
by the mobile terminal fi-om the network information that a current cell is saturated requiring a 
handover in the network. . . wherein the network sends to the mobile terminal the second group of 
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system information after sending the information that the current cell is saturated", in lines 1-4 
and 18-19. 

The Examiner cannot find where in the disclosure and drawings the mobile terminal 
receives from the network information that a current cell is saturated requiring a handover in the 
network, and wherein the network sends to the mobile terminal the second group of system 
information after sending the information that the current cell is saturated. On page 4, lines 18-25 
of the specification, discloses that the following description relates to an implementation of the 
method in a GSM/GPRS network in which a mobile terminal is located in a saturated cell of the 
GSM network. Therefore, a procedure of liandover regarding the mobile terminal fi-om the 
saturated cell towards a cell comprising sufficient radio resources for continuing the 
communications has to be implemented. However, there is no disclosure that the mobile terminal 
receives from the network information that a current cell is saturated requiring a handover in the 
network, and wherein the network sends to the mobile terminal the second group of system 
information after sending the information that the current cell is saturated. 

Applicant is welcomed to point out where in the specification the Examiner can find 
support for the above-mentioned Hmitations if the Applicant believes that the specification 
supports the limitations. 

Claim Rejections - 35 USC §103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over LAITINEN et 

al. (US 2003/0189912 Al) in views of KALLIN et al. (US 5,701,585) and DAHLIN (US 

5,749,055). 

Regarding claim 1, Laitinen discloses a method of handover in a multimode mobile 
telecommunication network (paragraph [0005] lines 1-6), comprising: 

sending by the network to a mobile to a mobile terminal a first group of system 
information via a first channel associated with circuit switching services and a second group of 
system information via a second channel associated with packet switching services (paragraph 
[0025]; a dual-mode MS receives information of 3G neighbor Cell list in a SI2quater message 
from the BCCH channel and a PSDquarter message on the PBCCH channel), 

c) performing measurement at least in one neighboring cell on a basis of information 
contained in the second group of system information (paragraphs [0024]-[0026], and [0058] lines 
1-10; the mobile station construct a 3G Neighbor Ciell list fi^om the received information on the 
PBCCH and measures the cells contained in the 3G Neighbor Cell hst), 

d) sending to the network the measurements performed in step c) (paragraph [0058] lines 
7-10; the mobile station reports the measurements to the network), 

g) initiating the procedure of handover according to the measurements performed 
(paragraph [0005] lines 1-6 and [0019]; the network commands the MS to perform handover, if 
necessary, according to the measurements), 

wherein the network sends to the mobile terminal the first group of system information 
via the first channel after the performing measurements step (paragraphs [0006]-[0007], [0011], 
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[0025], and [0058]; when the mobile station transitions from a GPRS dedicated mode to a GSM 
dedicated mode, the MS immediately make measurements and reports on 3G cells based on 
packet system information (PSI3) received over the PBCCH (i.e., second channel) while in a 
GPRS dedicated mode, then while the MS is in GSM dedicated mode, the MS receives system 
information (SI2) via a BCCH (i.e., first channel) corresponding to a first group of system 
information). 

But, Laitinen does not expressly disclose the features of the network determines that the 
mobile terminal is in a saturated cell in order to initiate a handoff and send to the mobile terminal 
the system information (i.e., neighboring cell information), and 

the step e) of fiirther performing measurements at least in one fiirther neighboring cell on 
the basis of the information contained in the second gioup of system information, and further 
sending to the network the measurements performed in step e), the further sending operation 
being performed in a message distinct from the sending step d). 

However, Dahlin teaches a network that determines that a mobile terminal is. in a 
saturated cell in order to initiate a handoff and send to the mobile terminal systemi information 
(Fig. 4; col. 11, lines 31-55). Therefore, it would have been obvious to a person having ordinary 
skill in the art at the time of the invention, to modify Laitinen to include the features of wherein 
the network determines that a mobile terminal is in a saturated cell in order to initiate a handoff 
and send to the mobile terminal system information, as suggested by Dahlin, in order for the 
network to redistribute the traffic level within the congested cell by handing over: the mobile 
terminals (col. 1 1, lines 45-52). 
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And, Kallin teaches a mobile assisted handoff for use in a cellular communication system 
in which the mobile station receives or is assigned a list pf cells and measures the quality level of 
each assigned cell and regularly reports the measurements (i.e., different measurement reports) to 
the communication system. A mobile station is only capable of measuring 12 channels and 
cannot measure all of the neighboring cells at the same time, and since it is more important to 
guarantee uninterrupted service than temporary capacity improvements, all the neighboring cells 
should be included in part of the measurement. . Furthranore, the mobile station can perform 
further measurements until a good candidate for handoff is found (col. 1, line 54-col. 2, lines 1- 
16; col. 3, line 67-col. 4, lines 1-30; col: 5, lines. 14-44). : 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time, of the invention, to modify Laitineri to include the features of performing further 
. measurements at least in one further neighboring cell on the basis of the information contained in 
the second group of system information and sending the. measurements in a distinct message, as 
suggested by Kallin, because it is conventionally well known that in a mobile assisted handoff 
(as used in Laitinen) a mobile terminal regularly measure and reports (i.e., distinct messages) the 
quality level of each of the cells assigned to the mobile terminal in order to find a good candidate 
for handoff. Furthermore, it would provide the advantage of measuring and considering all the 
neighboring cells for handoff when the mobile station cannot measure all the neighboring cell at 
the same time (col. 4, lines 1-30; col. 5, lines 14-44). 

Regarding claim 2, the combination of Laitinen, Dahlin, and Kallin disclose the method 
according to claim 1, in addition Laitinen discloses wherein the measurements in a neighboring 
cell based on information contained in the first group of system information associated with 
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circuit switching services (paragraph [0005] Hnes 1-4 and paragraph [0006] hnes 10-17; in the 
GSM dedicated mode, i.e. circuit switched connection, the MS receives system information 
(SI2), corresponding to a first group of system information, over a BCCH channel). 

Regarding claim 3, the combination of Laitinen, Dahlin, and Kalhn disclose the method 
according to claim 2, in addition Laitinen discloses wherein the telecommunication network is a 
GSM/GPRS network (paragraph [0019]; it is inherent to recognize that the telecommunication 
network is a GSM/GPRS network since the MS is dual mode GSMAJMTS and compatible with 
a GPRS network), and wherein the first channel is a BCCH channel and the second channel is a 
PBCCH channel (paragraph [0025]; the MS receives a SI2quatter message firotn. a BCCH 
channel and a PSDquarter message from a PBCCH channel). 

. Regarding claim 4, the combination of Laitinen, Dahlin^ and Kallin disclose the method 
according to claim 2, in addition Laitinen discloses wherein the telecommunication network is a 
UMTS network (paragraph [0019] lines 1-3; it is inherent to recognize that the 
telecommunication network is also a UMTS network because the MS station is a dual mode 
terminal compatible with a multimode network, i.e. GSM, GPRS, and UMTS). 

Regarding claim 5, Laitinen discloses a mobile terminal used in a multimode mobile 
telecommimication network (paragraph [0019] lines 1-3), comprising: 

means for performing measurements depending in either on a first group of system 
information sent by the network to the mobile terminal via a circuit switching channel or on a 
second group of system information sent by the network to the mobile terminal via a packet 
switching channel (paragraphs [0005]-[0008], and [0058]), 
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means for performing measurements at least in. one neighboring cell on a basis of 
information contained in the second group of system information, means for sending to the 
network the measurements performed (Fig. 1- MS 100; paragraphs [0024]-[0026], and [0058] 
lines 1-10; the mobile, station construct a 3G Neighbor Cell list from the received information on 
the PBCCH and measures and reports the cells contained in the 3G Neighbor Cell list), and 

means for initiating the procedure of handover according to the measurements performed 
. (paragraph [0005] lines 1-6; the network commands the MS to perform handover^ if necessary, 
according to the measurements), 

wherein the network is adapted to send to the mobile terminal the first group of system 
information via the first channel after the performing measurements operation (paragraphs 
. [0006]-[0007], [0011], [0025], and [0058]; when the mobile^ station transitions from a GPRS 
dedicated mode to a GSM dedicated mode, the MS immediately make measurements and reports 
on 3G cells based on packet system information (PSI3) received over the PBCCH (i.e., second 
channel) while in a GPRS dedicated mode, then while the MS is in GSM dedicated mode, the 
MS receives system information (SI2) via a BCCH (i.e-, first channel) corresponding to a first 
group of system information). 

But, Laitirien does not expressly disclose wherein the mobile terminal comprises means 
for receiving from the network information that a current cell is saturated requiring a handover in 
the network, wherein the network sends to the mobile terminal the second group of system 
information (i.e., neighboring cell information) after sending the information that the current cell 
is saturated, and 



Application/Control Number: 10/723,058 Page 9 

Art Unit: 2617 

further means for performing further measurements at least in one further neighboring 
cell in the basis of information contained in the second group of system information, and further 
means for sending to the network the further measurements performed, wherein the further 
measurements are sent in a message distinct jfrom the sending of the.measurements. 

However, Dahlin teaches a mobile terminal having means for receiving from the network 
information that a current is saturated requiring a handover in the network, wherein the network 
sends system information (Fig. 4; col. 1 1 , lines 31-55). 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time of the invention, to modify Laitinen for the mobile terminal to comprise means for receiving 
from the network information that a current is saturated requiring a handover in the network, 
wherein the network sends system information, as suggested by Dahlin, in order for the network 
to. indicate the mobile terminal the need for redistribution of the traffic level within the congested 
cell (col. 11, lines 45-52). 

And, Kallin teaches a mobile, assisted handoff for use in a cellular communication system 
in which the mobile station receives or is assigned a list of cells and measures the quality level of 
each assigned cell and regularly reports the measurements (i.e., different measurement reports) to 
the communication system. A mobile station is only capable of measuring 12 channels and 
cannot measure all of the neighboring cells at the same time, and since it is more important to 
guarantee uninterrupted service than temporary capacity improvements, all the neighboring cells 
should be included in part of the measurement. Furthermore, the mobile station can perform 
further measurements until a good candidate for handoff is found (col. 1, line 54-col. 2, lines 1- 
16; col. 3, line 67-col. 4, lines 1-30; col. 5, lines 14-44). 
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Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time of the invention, to modify Laitinen to include the features of performing further 
measurements at least in one further neighboring cell on the basis of the information contained in 
the second group of system information and sending the measurements in a distinct message, as 
suggested by Kallin, because it is conventionally well known that in a mobile assisted handoff 
(as used in Laitinen) a mobile terminal regularly measure and reports (i.e., distinct messages) the 
quality level of each of the cells assigned to the mobile terminal in order to find a good candidate 
for handoff Furthermore, it would provide the advantage of measuring and considering all the 
neighboring cells for handoff when the mobile station cannot measure all the neighboring cell at 
the same time (col. 4, lines 1-30; col. 5, lines 14-44). 

Regarding claim 6. the combination of Laitinen, Dahlin, and Kallin disclose the method 
according to claim 1, in addition Laitinen discloses wherein ihe means for performing 
measurements step is performed the measurements immediately upon receipt of the second group 
of system information (paragraph [0058]; the MS immediately perform measurements on system 
information received over the PBCCH when it enters the GSM dedicated mode). 

Regarding claim 7, the combination of Laitinen, Dahlin, and Kallin disclose the mobile 
terminal according to claim 5, in addition Laitinen discloses wherein the means for performing 
measurements is adapted to perform the measurements immediately upon receipt of the second 
group of system information (paragraph [0058]; the MS immediately perform measurements on 
system information received over the PBCCH when it enters the GSM dedicated mode). 

Regarding claim 8, Laitinen discloses a handover method for a mobile terminal in a 
mobile communication network, comprising: 
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sending by the network to the mobile terminal packet system information via a packet 
switching channel, the packet system information including GPRS frequencies for neighboring 
cells (paragraph [0025]; a dual-mode MS receives information of 3G neighbor Cell list (i.e., 
GPRS cells) in a PSISquarter message on the PBCCH channel (i.e., packet switched channel)); 

performing measurements by the mobile terminal, based on the packet system 
information, in a first neighboring cell (paragraphs [0024] -[0026], and [0058] lines 1-10; the 
mobile station construct a 3G Neighbor Cell list from, the received information on the PBCCH 
and measures the cells contained in the 3G Neighbor Cell, list (i.e., GPRS cell)); 

^sending to the network a result of the measurements performed on the first neigliboring 
cell (paragraph [0058] lines 7-10; the mobile station reports the measurements to the network); 

initiating a handover according to the result of the measurements (paragraph [0005] lines 
1-6 and [0019]; the network commands the MS. to perform handover, if necessary, according to 
the measurements); and 

after the step of performing measurements by the mobile terminal, the network sends to 
the mobile terminal circuit system information via a circuit switching channel, the circuit system 
information including GSM frequencies for neighboring cells (paragraphs [0006]-[0007], [0011], 
[0025], and [0058]; when the mobile station transitions from a GPRS dedicated mode to a GSM 
dedicated mode, the MS immediately make measurements and reports on 3G cells based on 
packet system information (PSD) received over the PBCCH (i.e., packet switched channel) 
while in a GPRS dedicated mode, then while the MS is in GSM dedicated mode, the MS receives 
system information (SI2) via a BCCH (i.e., circuit switched channel) corresponding to a first 
group of system information). 



Application/Control Number: 10/723,058 Page 12 

Art Unit: 2617 

But, Laitinen does not particularly disclose that the network sends the system information 
(i.e., neighboring cell information) to the mobile terminal in response to a determination that the 
mobile terminal is in a saturated cell, and the step of further performing further measurements by 
the mobile terminal, based on the packet system information in at least one further neighboring 
cell; further sending to the network a further result of the further measurements performed on the 
at least one further neighboring cell, the further sending being performed in a message distinct 
from the step of sending to the network the result of the tneasiurements. 

However, Dahlin teaches a network that determines that a mobile terminal is in a 
saturated cell and sends in response, system information to the terminal in order to initiate 
handoff (Fig. 4; col. lU lines 31-55). Therefore, it would have been obvious to a person having 
ordinary skill in the art at the time of the invention, to modify Laitinen to include the features of 
wherein the network detemiines that a mobile terminal and in response sends to the mobile 
terminal system information to the mobile terminal, as suggested by Dahlin, in order for the 
network to redistribute the traffic level within. the congested cell by handing over the mobile ' 
terminals (col. 11, lines 45-52). 

And, Kallin teaches a mobile assisted handoff for use in a cellular communication system 
in which the mobile station receives or is assigned a list of cells and measures the quality level of 
e^ich assigned cell and regularly reports the measurements (i.e., different measurement reports) to 
the communication system. A mobile station is only capable of measuring 12 channels and 
cannot measure all of the neighboring cells at the same time, and since it is more important to 
guarantee uninterrupted service than temporary capacity improvements, all the neighboring cells 
should be included in part of the measurement. Furthermore, the mobile station can perform 
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further measurements until a good candidate 'for handoff is found (coL 1, line 54-coL 2, lines 1- 
16; col. 3, line 67-col. 4, lines 1-30; col. 5, lines 14-44). 

Therefore, it would, have been obvious to a person having ordinary skill in the art at the 
time of the invention, to modify Laitinen to include the features of performing further 
measurements in at least one further neighboring cell and sending the measurements in a distinct 
message, as suggested by Kallin, because it is conventionally well known that in a mobile ' 
assisted handoff (as used in Laitinen) a mobile terminal regularly measure and reports (i.e., 
distinct messages) the quality level of each of the cells assigned to the mobile terminal in order 
to find a good candidate for handoff Furthennore,, it; would pirbvide .the advantage of measuring 
and considering all the neighboring cells for handoff when the mobile station caimot measure all 
the neighboring cell at the same time (col. 4, lines 1-30; col. 5, lines 1 4-44 ). 

Concli4sion 

Any inquiry concerning this communication or earlier communications from the . 
examiner should be directed to Marisol Figueroa whose telephone number is (571). 272-7840. ' 
The examiner can normally be reached on Monday Thru Friday 8:30 a..m. - 5 :00 p.rii. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester G. Kincaid can be reached on (571) 272-7922. The fax phone number for the 
organization where this application or proceeding is assigned is 571 -273 -8300. Information 
regarding the status of an application may be obtained fi:*om the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained fi-om 
either Private PAIR or Public PAIR. Status information for Unpublished applications is available 
through Private PAIR only. For more inforaiation about the PAIR system, see http://pair- 
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direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 
Electionic Business Center (EBC) at 866t2] 7-9197 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000: 

■ Marisol FigueroeP 
Art Unit 26] 7 
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